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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
06/22/09 has been entered. 

2. This is in response to the applicant's communication filed on 06/22/09 wherein: 
Claims 1-32 are currently pending; 

Claims 1, 14-32 have been amended; 

Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-13 (Method) are reject under 35 U.S.C. 101 based on Supreme Court 
precedent, and recent Federal Circuit decisions, the Office's guidance to examiners is 
that a § 101 process must (1) be tied to a particular machine or apparatus, or (2) 
transform a particular article to a different state or thing. Diamond v. Diehr, 450 U.S. 
175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 
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409 U.S. 63, 70 (1 972). If neither of these requirements is met by the claim, the method 
is not a patent eligible process under §101 and is non-statutory subject matter. 
With respect to claims 1-13, the method claims are: 

(1 ) not tied to a particular machine or apparatus, nor 

(2) transforms a particular article to a different state or thing . 

With respect to 1-13, the claim language does not transform the underlying 
subject matter and the process is not tied to another statutory class. For instance in 
claim 1 , the process steps of "accessing...; correlating...; generating....; formatting..." 
is not tied to another statutory class, such as an apparatus, and thus, the claims are 
directed to nonstatutory subject matter. 

Here claims fail to meet the above requirements since there is not a sufficient tie 
to another statutory class (2) transformation, and thus is directed to nonstatutory subject 
matter. Insertion of the use of another statutory class (computer) such as "computer- 
implemented" or "using a computer" features in the critical functions/bodies of the 
claims would overcome the rejections. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1 -32 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
TIBBS ET AL (US 2002/0010689) in view of SAVINO ET AL (US 6,015,167) 

As for claim 1, TIBBS ET AL discloses a computer-implemented method of 
providing merchandise return labels for enabling a customer to ship a package 
containing one or more items previously acquired from a merchant during a transaction, 
comprising the steps of: 

a) accessing item data representing at least one detail about the item 
{see figures 3, 4A-4F, pars. 0008, 0029-0031 discloses customer or user is 
accessing item data from the web merchant, e.g. "users selects the item to be returned 
from product table"}; 
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b) accessing transaction data representing at least one detail about the 
transaction associated with the item; 

{see figures 3, 4A-4F, pars. 0008, 0029-0032 discloses items data with "quantity 
of the item" that customer wishes return}; 

c) accessing customer data representing at least one detail about a customer 
associated with the transaction 

{{see figures 3, 4A-4F, pars. 0008, 0029, 0032 discloses customer information 
e.g. "obtain customer address"}; 

d) accessing package data representing at least one detail about the package in 
which the item is expected to be shipped 

{see figures 3, 4A-4F, 5, pars. 0008, 0029, 0032 discloses package data such as 
information related to the size and weight of the package to be shipped}; 

e) correlating the item data, transaction data, customer data, and package data 
with a set of stored business rules to determine coding to be printed on a return 
shipping label; wherein the set of stored business rules specify how packages to be 
shipped from the customer to a returns center and represent guidelines/information 
such as choice of carrier, shipping destination, shipping rate 

{see figures 4A-4F, 5 and 6, at least pars. 0032-0034 shows customer submits a 
returned request, then the system is generating the return shipping label based on the 
customer submitted data e.g. customer address, items number and the quantity to be 
returned, and weight and dimension of the package. The return shipping label is 
transmitted to the customer including information about the shipping instructions or 
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guidelines (Figures 6-8). As for the "business rules" feature, It is inherent that when a 
return request is made by a customer, business rules would be applied in order to 
determine what shipping information should be provided to the customer. 

g) formatting the return shipping label and complies with shipping labels 
specification of the choice of carrier 

{see figures 3 (steps 365, 370), figures 5-8; discloses the generating the 
shipping labels complying with shipping label information such as carrier label barcode}. 

Note: for convenience, letters (a)-(g) are added to the beginning of each step. 

TIBBS ET AL discloses the claimed invention as stated above. TIBBS ET AL 
further discloses generating the shipping label with the bar code/machine readable code 
represents the carrier or the post office as shown on pars. 0034, figures 5-6. However 
TIBBS ET AL does not explicitly discloses the machine readable code for the shipping 
label represents the shipping information such as item data, customer data, transaction 
data, package data (step f). 

In the similar method for generating and transmitting electronic shipping label 
including a barcode, SAVINO ET AL discloses a method of employing a single bar code 
shipping label for coordinating shipping and receiving information between supplier and 
customers in order to reduce the time consuming and costly. A bar code value 
represents plurality of predetermined relevant purchase and shipping information 
associated with a purchase order such as customer name and address, packing slip 
number, customer purchase order number, part/item quantity number, customer part 
number, shipping information so that the user need only scan a single bar code to 



Application/Control Number: 10/775,368 Page 7 

Art Unit: 3689 

retrieve from the database all relevant purchase and shipping information {see figures 
4-5, at least col. 2, lines 7-19; col. 3, lines 34-47, col. 24-35}. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the method of generating shipping label of TIBBS ET AL to include 
the shipping label contains the machine readable code which represents a purchase 
order and shipping information as taught by SAVINO ET AL for the advantage of more 
efficient and time effective than conventional systems which employ a plurality of codes 
which must all be individually scanned for a single part or purchase order, {see 
SAVINO ET AL, col. 4, lines 44-67; col. 5, lines 1-21}. 

As for dep. claims 2-10 which discloses the information/data about the items 
and the transaction, customer information, package information, this is fairly taught in 
TIBBS ET AL, see figures 44A-4F, 5-6, pars. 0029-0032}. 

As for claims 11-13, which discloses accessing the information such as 
shipping information, carrier center location information, mail information, this is fairly 
taught in TIBBS ET AL, see figures 5-8, pars. 0035, 0041-0042}. 

Note: As for the "data or information" recites in dep. 2-13, this information have 
been determined to be non-functional descriptive material (NFDM), thus having no 
patentable weight and does not need to be taught by the prior art. Nonfunctional 
descriptive material can not render nonobvious an invention that would have other wise 
been obvious. In re Gulack, 703 F. 2d 1381, 1385, 217 USPQ 401, 40-4 (Fed. Cir. 
1 983) (when descriptive material is not functionally related to the substrate, the 
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descriptive material will not distinguish the invention from the prior art in terms of 
patentability. See MPEP 2106.01. 

As for independent claim 14, which discloses a software embodied in a 
memory and comprising programming operable when executed by a computer to carry 
the method steps of the independent claim 1 . Therefore, is rejected for the same 
reason sets forth the independent claim as stated above. 

As for dep. claim 15, which discloses the accessing the group of 
information/data such as item data, customer data, transaction data via a remote data 
communication link, this is taught in TIBBS ET AL, see figures 1-2, 4A-4F}. 

As for dep. claims 16-18, which discloses the access shipping information 
include the shipping rate, and carrier location data and mail data , this is taught in 
TIBBS ET AL, see figures 5-8}. 

As for dep. claims 19-27, basically these claims carry the similar steps as for 
the dep. claims 2-10 above. They are rejected for the same reason sets forth the dep. 
Claims 2-10 as stated above. 

As for claim 28, TIBBS ET AL discloses a computer product for providing 
merchandise return labels for enabling a customer to ship a package containing one or 
more items previously acquired from a merchant during a unique transaction, 
comprising programming operable to: 

a) accessing item data representing at least one detail about the item 
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{see figures 3, 4A-4F, pars. 0008, 0029-0031 discloses customer or user is 
accessing item data from the web merchant, e.g. "users selects the item to be returned 
from product table"}; 

b) accessing transaction data representing at least one detail about the 
transaction associated with the item; 

{see figures 3, 4A-4F, pars. 0008, 0029-0032 discloses items data with "quantity 
of the item" that customer wishes return}; 

c) correlating the item data, transaction data, with a set of stored business rules 
to determine coding to be printed on a return shipping label; wherein the set of stored 
business rules specify how packages to be shipped from the customer to a returns 
center and represent guidelines/information such as choice of carrier, shipping 
destination, shipping rate 

{see figures 4A-4F, 5 and 6, at least pars. 0032-0034 shows customer submits a 
returned request, then the system is generating the return shipping label based on the 
customer submitted data e.g. customer address, items number and the quantity to be 
returned, and weight and dimension of the package. The return shipping label is 
transmitted to the customer including information about the shipping instructions or 
guidelines (Figures 6-8). As for the "business rules" feature, It is inherent that when a 
return request is made by a customer, business rules would be applied in order to 
determine what shipping information should be provided to the customer. 

e) formatting the return shipping label and complies with shipping labels 
specification of the choice of carrier 
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{see figures 3 (steps 365, 370), figures 5-8; discloses the generating the 
shipping labels complying with shipping label information such as carrier label barcode}. 

Note: for convenience, letters (a)-(e) are added to the beginning of each step. 

TIBBS ET AL discloses the claimed invention as stated above. TIBBS ET AL 
further discloses generating the shipping label with the bar code/machine readable code 
represents the carrier or the post office as shown on pars. 0034, figures 5-6. However 
TIBBS ET AL does not explicitly discloses the machine readable code for the shipping 
label represents the shipping information such as item data, customer data, transaction 
data, package data (step d). 

In the similar method for generating and transmitting electronic shipping label 
including a barcode, SAVINO ET AL discloses a method of employing a single bar code 
shipping label for coordinating shipping and receiving information between supplier and 
customers in order to reduce the time consuming and costly. A bar code value 
represents plurality of predetermined relevant purchase and shipping information 
associated with a purchase order such as customer name and address, packing slip 
number, customer purchase order number, part/item quantity number, customer part 
number, shipping information so that the user need only scan a single bar code to 
retrieve from the database all relevant purchase and shipping information {see figures 
4-5, at least col. 2, lines 7-19; col. 3, lines 34-47, col. 24-35}. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the method of generating shipping label of TIBBS ET AL to include 
the shipping label contains the machine readable code which represents a purchase 
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order and shipping information as taught by SAVINO ET AL for the advantage of more 
efficient and time effective than conventional systems which employ a plurality of codes 
which must all be individually scanned for a single part or purchase order, {see 
SAVINO ET AL, col. 4, lines 44-67; col. 5, lines 1-21}. 

As for dep. claim 29, TIBBS ET AL inherently discloses a business rules is used 
to access customer data representing at least one detail about a customer associated 
with the transaction, {see figures 4A-6, pars. 0028-0032} 

As for claim 30, TIBBS ET AL inherently discloses a business rules is used to 
access package data representing at least one detail about the package in which item is 
expected to be shipped {see figures 4A-6, pars. 0028-0032. 

AS for dep. claims 31-32, TIBBS ET AL discloses the shipping information 
include the choice of carrier and package information, {see figures 4A-6, pars. 0028- 
0032}. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-32 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thuy-Vi Nguyen whose telephone number is 571-270- 
1614. The examiner can normally be reached on Monday through Thursday from 8:30 
A.M to 6:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on 571-272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

a. N./ 

Examiner, Art Unit 3689 



/Tan Dean D. Nguyen/ 
Primary Examiner, Art Unit 3689 
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